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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 Responsive to communication(s) filed on 11 October 2005 . 

2a)n This action is FINAL. 2b)|^ This action is non-final. 

3)Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11,453 O.G. 213. 

Disposition of Claims 

4® Claim(s) 1-16.20.21,23 and 25-27 is/are pending in the application. 

4a) Of the above claim(s)_is/are withdrawn from consideration. 

5) D Claim(s)_is/are allowed. 

6) ^ Claim(s) 1,5-7.9.11-13.20.25 and 26 is/are rejected. 

7) ^ Claim(s) 2-4,8,10.14-16.21.23 and 27 is/are objected to. 

8) D Claim(s)_are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on_is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)Q All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No._. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) [3 Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson’s Patent Drawing Review (PTO-948) 

3) CH Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 

U S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) 


4) HH Interview Summary (PTO-413) 

Paper No(s)/Mail Date._. 

5) H] Notice of Informal Patent Application (PTO-152) 

6) □ Other:_. 


Part of Paper No./Mail Date 102505 
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Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 5-7, 9, 11-13, 20, 25, and 26 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Salzman (4186500) in view of Marxer (4723364). 

Salzman shows a shoe comprising a ground contacting layer (11) which is molded 
and forms arc shaped stops at the toe and heel portions in “recesses” of an 
intermediate layer (30) which covers “the entire” ground contacting surface, and a 
comfort layer (50) substantially as claimed except for the exact materials for the comfort 
layer. Marxer states that the use of synthetic foam for a lining/comfort layer is well 
known and conventional (see column 3 lines 23-26). It would have been obvious to 
make the comfort/lining layer from sythetic foam, i.e. a material having elastic shock 
absorption properties, as is conventional and stated by Marxer in the shoe of Salzman 
to make the shoe comfortable. 

In reference to claims 5-7 and 9, Salzman as modified above discloses the claimed 
invention except for the exact materials. It would have been obvious to one having 
ordinary skill int he art at the time the invention was made to use the materials claimed, 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious 
design choice. In re Leshin, 125 USPQ 416. 
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In reference to claims 11-13, the specific method of attaching the layers appears to 
have no importance as Salzman states “the liner is secured in any conventional 
manner” (column 3 lines 58-59) or is silent as to how the layers are connected. It would 
have been obvious to use any known method of attachment including adhesive 
bonding, duplicate molding, and untrasound. The presence of claims 11-13 is evidence 
that the invention is indifferent, i.e. there is no criticality, to the specific one of the 
conventional methods. 

Allowable Subject Matter 

3. Claims 2-4, 8, 10, 14-16, 21,23, and 27 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Response to Arguments 

4. Applicant’s arguments with respect to claims 1, 5-7, 9, 11-13, 20, 25, and 26 
have been considered but are moot in view of the new ground(s) of rejection. 

Response to Amendment 

5. The Declaration under 37 CFR 1.132 filed 10/11/05 is insufficient to overcome 
the rejection of claims based upon Salzman and Marxer as set forth in the last Office 
action because: However, more than the mere fact of copying is necessary to make 
that action significant because copying may be attributable to other factors such as a 
lack of concern for patent property or contempt for the patentees ability to enforce the 
patent. Cable Electric Products, Inc. v. Genmark, Inc., 770 F.2d 1015, 226 USPQ 
881 (Fed. Cir. 1985). Evidence of copying was persuasive of nonobviousness when an 
alleged infringer tried for a substantial length of time to design a product or process 
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similar to the claimed invention, but failed and then copied the claimed invention 
instead. Dow Chem. Co. v. American Cyanamid Co., 837 F.2d 469, 2 USPQ2d 1350 
(Fed. Cir. 1987). Alleged copying is not persuasive of nonobviousness when the copy is 
not identical to the claimed product, and the other manufacturer had not expended great 
effort to develop its own solution. Pentec, Inc. v. Graphic Controls Corp., 776 F.2d 
309, 227 USPQ 766 (Fed. Cir. 1985). See also Vandenberg v. Dairy Equipment Co., 

740 F.2d 1560, 1568, 224 USPQ 195, 199 (Fed. Cir. 1984) (evidence of copying not 
found persuasive of nonobviousness) and Panduit Corp. v. Dennison Manufacturing 
Co., 774 F.2d 1082, 1098-99, 227 USPQ 337, 348, 349 (Fed. Cir. 1985), vacated on 
other grounds, 475 U.S. 809, 229 USPQ 478 (1986), on remand, 810 F.2d 1561, 

1 USPQ2d 1593 (Fed. Cir. 1987) (evidence of copying found persuasive of 
nonobviousness where admitted infringer failed to satisfactorily produce a solution after 
10 years of effort and expense). There is no evidence that the copying satified the 
above requirements. Also the Declaration does not address the current rejection based 
on Salzman. . 

1. Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). Other useful information can be 
obtained at the PTO Home Page at www.uspto.gov. 

In order to avoid potential delays, Technology Center 3700 is encouraging 
FAXing of responses to Office Actions directly into the Center at ( 572 ) 272-8300 
(FORMAL FAXES ONLY). Please identify Examiner Marie Patterson of Art Unit 3728 
at the top of your cover sheet. 
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Any inquiry concerning the MERITS of this examination from the examiner 
should be directed to Marie Patterson whose telephone number is (571) 272-4559. The 
examiner can normally be reached from 6AM - 4PM Mon-Wed. 



Marie Patterson 
Primary Examiner 
Art Unit 3728 



